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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 5-7 and 9 is/are rejected. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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DETAILED ACTION 
Election/Restrictions 

1 . Newly submitted claim 8 is directed to an invention that is independent or distinct from 
the invention originally claimed for the following reasons: Claim 8 is directed to a different 
species than the one elected by the applicant, applicant has not claimed a labyrinth portion with 
an L-shaped section in any of the claims 1-4 originally filed. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claim 8 is withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 5, 7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by Mitsue et al 
(US. 4,516,783). 

The reference of Mitsue clearly discloses every feature claimed by applicant, see figure 
5), a first annular case (30) having a cylindrical portion (cylindrical portion on surface 54) and a 
first vertical wall (32b), a second annular case (40) having a cylindrical portion (portion on 102) 
and a second vertical wall (42b), an annular seal member on the second annular case having an 
axial lip (lip that contacts surface 32b) on the second case that contact the first case vertical wall 



Application/Control Number: 10/815,940 Page 3 

Art Unit: 3673 

(32b) and a radial lip (lip 48) that directly contact one of a stationary or rotary members of a 
bearing unit (surface 54 is either a stationary or rotary member surface, figure 5) and a bearing 
unit (bearing unit similar shown in figure 2) having stationary and rotary members (104 and 
102). There is a gap between the end of 32c and end of the fitting cylindrical portion of the 
second annular cast that is on 102. The radial lip inclining further away from the first vertical 
wall than its leg portion (the radial lip 48 is inclined further away from the first vertical wall than 
its leg portion). 

Regarding limitations: The first annular case and the second annular case are respectively 
and separately fitted in either of the stationary member and the rotatable member and the other of 
the stationary member and the rotatable member, in advance, respectively, before they are 
incorporated into the bearing unit (this limitations is considered to be intended use or method 
limitations and is given little patentable weight). Furthermore the annular cases of Mitsue are 
capable of being mounted to either of the stationary and the rotatable members and then 
assembled into a bearing unit. 

4. Claims 5-7 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Ohtsuki et 
al (US. 6,637,754). 

Ohtuski discloses a bearing unit (figure 28-29) having a stationary member and a rotary 
member (rings 1 and 2), a seal having a first annular case (1 1), a second annular case (12), both 
cases having a fitting cylindrical portion and a vertical wall extending therefrom, an annular seal 
member on the second case (seal formed by two axial lips 16a and 16b2, where lip 16a contacts 
the vertical wall), the seal is disposed in the bearing unit, the first annular case is on either the 
stationary or rotary members and the second annular case is on either the other of the stationary 
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or rotary members and the seal having a second axial lip (lip 16b2). A radial lip ( 1 6b 1) inclining 
further away from the first vertical wall than its leg portion (the radial lip 16bl is inclined further 
away from the first vertical wall than its leg portion). 

For courtesy the limitations of claim is disclosed by Ohtsuki (figure 28). A gap exist 
between the stationary member or rotary member, an end of the fitting cylindrical portion of the 
second annular case and an end of the vertical wall of the first fitting member (L-shape gap near 
the numeral 17), the gap constitutes a labyrinth portion with an L-shape section. 

Regarding limitations: The first annular case and the second annular case are respectively 
and separately fitted in either of the stationary member and the rotatable member and the other of 
the stationary member and the rotatable member, in advance, respectively, before they are 
incorporated into the bearing unit (this limitations is considered to be intended use or method 
limitations and is given little patentable weight). Furthermore the annular cases of Ohtsuki are 
capable of being mounted to either of the stationary and the rotatable members and then 
assembled into a bearing unit. 

5. Claims 5-7 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by AAPA 
(figure 5 or 6). 

AAPA figures 5 and 6 disclose all the limitations of the claims 5-7 and further that the 
annular cases are mounted on respective stationary and rotary members of a bearing unit. 

Regarding limitations: The first annular case and the second annular case are respectively 
and separately fitted in either of the stationary member and the rotatable member and the other of 
the stationary member and the rotatable member, in advance, respectively, before they are 
incorporated into the bearing unit (this limitations is considered to be intended use or method 
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limitations and is given little patentable weight). Furthermore the annular cases of AAPA are 
capable of being mounted to either of the stationary and the rotatable members and then 
assembled into a bearing unit. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over AAPA in view of 
Mitsue. 

AAPA discloses the invention substantially as claimed above but fails to disclose that the 
radial lip directly sealingly engages the outer circumferential wall of the stationary member or 
the rotatable member. Mitsue discloses to have seal where a radial lip (lip 48) directly contacts 
one of a stationary member and a rotatable member (figure 5) or as shown in figure 6, a radial lip 
(48) contacts an annular case member instead of the stationary member or the rotatable member. 
It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to configure the seal of AAPA to have the annular case to have a shorter fitting cylindrical 
portion so that the radial lip directly contacts one of the rotatable and stationary members as 
taught by Mitsue, since having a radial lip contact an annular case or directly contact one of the 
stationary and rotatable members is considered to be art equivalent. 
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Response to Arguments 
8. Applicants arguments filed 1 1/1 5/06 have been fully considered but they are not 
persuasive. 

Applicants' argument that Mitsue does not teach an annular seal member is clearly not 
true because as stated in the rejection the reference of Mitsue teaches an annular seal member 
having lips. 

Applicants' argument that Ohtsuki fails to disclose that the first annular case. . .bearing 
unit is not persuasive because as stated in the rejection that a method limitations is given little 
patentable weight in an apparatus, specially if all structural limitations are taught by the 
reference. This reasoning applies to all the prior art used in the rejection above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vishal Patel whose telephone number is 571-272-7060. The 
examiner can normally be reached on 6:30am to 8:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia L. Engle can be reached on 571-272-6660. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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November 22, 2006 




Vishal Patel 
Primary Examiner 
Tech. Center 3600 



